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REMARKS 

Based on this Amendmeni, (he applicant respect&lly requests that the ref ectiom 
set forth in the Office Action mailed Mm*eb 3, 2009 be withdrawn. 

The applicant wishes to thank the Examiner for the thorough Office action, and 
respectfolly submits thai eacll objection and rejection raised has been appr opriately 
resolved herein. Each objection atid injection is addrej^sed below, preceded by a heading 
diililar to diat found in the Office Action/ 

Claims 1-5, 7-9, 14-1 8 and 20-24 at^ pending in this application- Claims l-5> 8, 
22 and 23 have been rejected. In this response, claims 1 ^5 and 8 have been amended. 
Claims 6-7 and 9-24 have been ctmceijed. Claims 25-38; have been newly added. No 
new matter has been added. 

Reconsider^ion and wi thdxaw?ii of the rej ections set tbrth in the Office action 
dated Miifch 3> 2009, are respectfully imiuested in view of the remaiics below. 

35 § J 12 Mejectm 

Claims i "5 andg 

The Examiner rejected claims 1 -5 under 35 U.S.G. § 1 1 2, first paragraph, as 
allegedly failing to e0niply with the written description requirement, claims 1 -5, 8, 22 
and 23 under 35 U.BXl §1 12, fimt paragraph-, as allegedly tailing to comply with the 
enablenient reqdremeiitvtMms 1-5, 8, 22 and 23 lulder 35 U.ScC. §li2vsecond 
paragraph, as being allegedly indef mite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as tlje itivention, claims 2-5 and 8 


^ Silence iHSgarding iiifc; pcivSition teken^ or aigument nyaclc. by tUc Exi^^^^ does not indicate any ac<iine3;ence to that 
}X)siiian or argument. FurthernKjrc, arguments made fey the ap5?l}canis wiih respect to 
a parlipular clijjxn Of claims only those cbum or clsdms, mid tiot to other clairns or paieiusA^>pJicaiiotts\ 
unkH^s specifjcal ly n tited herein , 
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under 35 U.S.G. §1 12, second paragrai>h, as bmxig allegedly incomplete for oaiiittlng 
es$eiituil straetum^ aooperative rcIatiQiisliips of elenieBts. 

Claims 22-23 have been cajicelled, AltJiough applicaiit respeetfully disagr^es^ 
claims 1-S aiid 8 have n0rietheleis^i beeii aniencted for the purposes of expediting 
proseeution. Such ajnendments have rendet^d the Examiner's bases for rqjectioiis m 
longer applicable. 

The vvithdrawal of tile reieciions under 35 IL S.C> §1 1:2 is respectfully requested 
for ciaims 1-5 and S. 


Claim 3 

The iJxaminer has rejected clato 3 under 35 U.S.C, §101 . Aithjough applicant 
re:spectfully disagrees, claim 3 has nonetlieless been amended for the purposes of 
expediting proseciition. Such amendments have rendered the Examiner'si bases for 
rejections no longer applicable. 

The withdrawal of the rejections under 35 U §101 is thus respeetftilly 
requested for claim 3. 
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35 US^C ^ m mectiom 
CUiims 1-^5 and 8: 

The Examiner has ref ejcted claims % 22 axid 23 und^r 35 § 103(a) as 

being aliegediy iuipalentable over the insimit Applicant's Admitted Prior Art (AAPA) in 
view of Darley, et al. (U.S. Patent No. 6 J 22,340 A) and Svaacarek (TJ,S. Patent No. 
6y249,274 B 1). Applicant respectMIy di^^agrees. ClaitBB 22 and 23 have been cancelled 

The Offic e Ac^noN _O oE§,„|^^ Ariicul ate Reasons 

Wey Claims 1-S m\y 8 Woyij> Have Been Qgyious. Am Turn No 
FmMi Facie Case of QBVioDSNjSSs Has. Beeih Estabushed 

Td properly reject claims as obvious- "the examiner bears the initial burden of 
presmiting a prima facie case of obviousnessv-" To pri^smto^ prima Jacm case of 
ohvtotisn^s$, the Examiner must show that "there was an apparent reason to combine 
the known elements in the tashion claimed by tlie patent at issue/' ilelevant 
edTisidei'atioris may include "interrelated teachings of niuKi pie patents; the effects of 
demands known to the design community or present in the marketplace; and the 

background knpvvledge possessed by a person having ordinary skill in the art/'^ 

Pnrlhemore, the Examiner's analysis "should be rnade explicit"' "[RJeiections 
on obviousness grounds caiinot be sustained by mere eonclusory statements; iiistead, 
there must be some aiticatlated rea^oiiing with some ratioilal undeipinning to support the 
legal standard of obviousness/'^ 


- Inre Ri/ckaert, 9 FSd 153 I. 1532, 2S U.S.P,Q.2d (BMA) 1955, 1956 (Fetl dr. 1993); Manujil of 
Pateiit Bxamiidiig Pmctsdure, § 2142, 

^ KSRMn Co. V. Teleflex Jm.l<fo, 04-1350, slip op. at 14 QJS. Apr. 30, 2007). 
^M ; MREP §§ 2142-4143:. 

^ M (citing m /i:rtte.44l F..3d 977, 98B (Fed. €[f. ^006)}; MPBP § 2 t42, 
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AccoKling to the MPEP § 2 14 L 

WhenmaMng an obviousiiess rejeclion, Office personnel must therefore msum 
that tile mitten remrd incl tides findings of fact concerning tlie nM^ of the art and the 
tea<^hings of the referenees applied. In certain Girctimstances^ it may also be impartant 
to include explicit findings as to how a person of ordinan* sidi] woufU have imderstood 
iprior art teachings, or what a person of ordinary skill would haYe known or GoiiM ha ve 
done. Factwal findings made by Office personnel are the necessary nnderpinnings to 
establish obyiousness. 

In sum, ''[tjhe key to supporting any rejection niider 35 U,S;C. § 103 is the clear 
articulation of the reason(s) why the claimed i nvention would have been obvious/' ^ 
Under these staridard% it is respeptfiiUy submitted that the Office Action foils to 
establish a /j/7majf&£;7 of obviousness, because the Office Action does not 
articulate m expHcit reasdii to combine the applied rel^erences to aiTive at the applicant's 
claims*. Rather, the Office Action states, fe example, the Ibllp wing statements: 

'The AAPA and Darley are anahgoiis art beemise they are from the 
^hm^ed^fteld qf input devm^^ to mfi^e mav0neM. 

Therefore U %mdd ha\>e been ohvmts to praiMe thehmui^held device of 
the AAFA with Dariey's singie n(m-pe}pmdicuiarly angled 
aocelerometer arrangement, so m io accurateiy seme movement of an 
active, walking tuer. " ' 

'The JAP A, Darky, and Svamarek are anahgam art becume ihey ure 
from the shar0djield (yf input d^viees using moelerometers to serise 
mmemenL IMrefbre, it would have been ahviom to provide the hand- 
held device oftheAAPA, and Darley with Svanmrek^:s. angled 

^MPEP § 2143, 

^ Office action, p p 1 2. 
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acceieromeier technique, so m to seme a wide rmige qf imimMon 
angles 

These statements are not clear articulations of the reasons why claims 1-S and 8 
would have been obvious. For example^ the above stat^jments; Ml to Jnclucle expUeit 
fiiidings as to how a person of ordinary skill woiM hm^ wiiderstood the teachings from 
the applied references and the alleged AAPA, or what a person of ordinary skill waald 
have known or could have done. 

More specificaiiy , the Offii^e Aetian Mis to articujate how or why one skilled in 
the art, reading Darley and Svancarek, wonid not only select the specific elements from 
Daxley and Svaiicarek noted in the Office Action, but also combine them^ in tiie speoific 
the way as recited by the applieant's claims^ 

Moreover, the diversity of the prior an references suggest that they are art of 
non-afialogons fields and one of skill in the art would not be motivated to combine 
teacWngs ftom snclidisparate^ nqn-analogous referenee?i. Specifically, Dariey h 
eaitegori^sed in subclass 3 77/24 ;2 m dmrnts and systems for Distance and Hiiniain 
Activity. Svancarek is categoriifi^d in subclass 377/1 5S as computer graphics processing 
and saieetive visual display systems including orientation sensors. The Office action has 
foiled to establish why one of skill in the art would reasonably combine teachings ftom 
these non-ana!:Ggous fields of art besides asserting the contrary with no appj?trent 
rationale. 

Ilius, the Office Action does not articulate reasoning with rational underpinning 
to find clainis 1-5 and 8 obvious, and thus the Office Action fmh to establish a j:>nma 
Jmie ease of obviousness. Accordingly, the Office Action does not support a proper 
reiection under the 35 U,S;C. § 1 03(a), 


^ Oi^nce action, pp 14, 
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2- EveNif Combin£0. the Referi^ncks Still Lack CLAmKO 

The SSR decision m no way relieves the VMmxt Office of its obligations to 
''consider ail claim liniilations when determining paientabiUty of an invention over the 
prior art." Aoeordingly, it imn settled faw that a finding of "obviousness 

fequlres a suggestion of ^// limitafiom in a claim."^ ^ In the aftermath of KSR, the Board 
of Patent Appeals and Interferences has repeatedly reversed findings of obviousness 
when fte ExBminer has foiled to proffer references containing all Glaim limitations. See?, 
e.g., Wada . 2008 WL 142652 at *5 ^^*ich states "becanse the Examiner has not 
explained why ^fve?/y claim X would have been obvious to a person of 
ordinate skill in the art, we agree with Appellants that tlie Examiner has not made ont a 
case of prima fiicie obviousness/- (emphasis added); and see Ex Parte Challapali. 2008 
WL 1 1 1346, *4-6 CBd,Pat.App, & Interf , Jan. 10, 2008), reversing finding of 
obviousness because the Examiner tailed to establish sufficient reasonmg for conibiniing 
the references. 

Independent claim I states that a hand held device includes a motion sensor that 
senses mo vement of the hand held device in more than one plane of motion and that the 
movemmtis used by apramssor to cmtrol the d isplm device o f the hmid held device . 
Independent claim 1 also speciiles that tlie motion sensor inchides an acceleronieter 
chip "mouiited at a fuBt mn-z^m angle to ii^/fe/ p/a??e^ara/fe/ iuthe eireuit board tmh 
tliat tiie acGeleroni^jter chip is slanted wtlr respect to the circuit board". 

The- Examinet alleges that porttona of AppKcm- s specification and back^ound 
con^dtute Applicant's Admitted Prior Arl("AAPA^^), Applicant respect&ily disagrees 


K SE taterna tionatCQ/v: Teleffex inc.. 127 S.Ct. 1727, $2 U.S.P.Q.2d 1385 (2!i>07). 

^ ^ jCEMi; lnc.j^. Yieldup Intern. Coip.. 349 PM 1333, 042 (Feci. Clr. 2003) (emphasis added) (cited in 
Ex Paste Wada, 2008 WL 1426^52, ^=^4 (Bd.Pat.App. & Mert, Jaii, 14, 200S)). 
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with such a conclusioii and the general charact^srijxaiian in the Office action of 
applicant specification as being prior art. 

Specifically, thci Office action inaeeiirately i^oncfudes that the alleged AAPA 
teadies an accelerometer chip that is mounted at a non~perpcn<iicular angle with respect 
to tlie circuit board, to suppotliiig this conclusion, the Examiner points to applicant's 
disclosure as follows : 

^■In mMfmry^ it is mcesmry in prior artsymetm (o provide one 
mceletometer jbr each desited piane <if motion, i e<, 3 a£;mlerQme(ersJbr 
(he X, J> m7d Z direcfiomy r^^^^^ aecetefwneters is 

ci mqfor drm^hack of these, prior art systems due io tkejdct hat it 
expensive and uses vaiimbie spaee is snudi devices, Addiiional space is 
required of them devices becatm some of the acc£lemmeters mtLst he 
moimted perpendmdar to the circtiil hoard-^ (Page 3 Urns J -6 qf^ 
Applimm \f disctosure) . 

Tl^e Oflee action iiirtiicr states lixat dnce ''some of ttie acceierorrieiers mmt be 
inovmted perpendicular to the circuit board"-, then it uiherentiy follows that at least some 
of the acceteometers must not, be mounted perpendicular to the circnit board. 

Bowever , in. consideration of the description of the paragraph as a whole (as 
reproduced abo ve), it is clear tha t each of the three accelerometers m provided for each 
desired plane of motion. T hus, while one aeceierometer niay be nroinited perpendicular 
to the circuit board to sense the relevant plane of motion^ the other acce]ejx>meter$ are in 
M orthiOgonal arrangement (eg,, parallel to the circuit board) to the one that is 
perpendicular. For example^ if one accelerometer is pajt^ailel to the z-axis, the others are 
parallel to the x-axis; and y -axis respecti vely; 

Specifically* 
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*%'Ote iha! the moikm sensor in prior art ckvic&s m<3Q^ 
camposed qfmulfipk St^hsMary Mnsom fi^ example, a network of two ar 
three mcelerometers in a rigid orthogimai arrangement,.. -^ (Page 8 lin^s 
7-i() <}f 'Applwmt's disclmure). 

Therelfere, while some of &e acccleronieters in tlie prior art may not be mounted 
petpendieiil ar to the circuit homd, they are im)iMted pamllel to the p lan e of the circuit 
board siiice fee applicant's chafacterization of the prior art devices as a whole, clear ly 
indicates that aecelerometers are arranged orthagomlly to one another. 

However, oontraiy t© the Bxaminer's underslanding, Applieatit has in faet neither 
stated nor implied iti the; instant specification that a prior art device would include an 
aceelerometer chip mounted at an angle with respect to a circuit hoard by specifically: 
stating that prior art systems are only limited to accelerometer chips mounted at 
pefpendicuiar or orthogonal orientations to one another. 

The alleged AAP A thus does not teach a *'non-perpendicularly mounted 
aeceierometer^' ibr sensing moveinent in more ihm one plane of motion. More 
speGifically, the appMcanfs specification has not characterized the prior art system or 
device as having an accelerometer chip "mounted at a first non'-;^ro angle to afirst 
plane parallel to tlie cireuit boa.rd such that the aecelerometer chip is slanted with 
respect to the circuit board", as recited in claim 1 . 

Moreover, the alleged AAPA does not teach or suggest that a hand held device 
metydes a motion sensor that senses movement: of the hand held device in mofe than 
one plane of motion ami that the movemntk u$ed by a processor to **eontrol the 
display devm'' of tlie hand held device, as recited in claim 1 , While the use of 
orthogonal acceferometers in prior ari systems appears to he mentioned, there is no 
indication in the description of the prior art that the movement is used *'to eontrol the 
display device" of a hand held deviGe^ as claimed. 
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Thus, applicanf s ctaini 1 is patentaWc^ over the alleged AAPA, Tfoe Examiiier, m 
the Office Action i^cognizes^t^ AAFA does not suffieieTT% teach the 

applicant's clamied subject matter and l3iu$ uses D^irley to fill this gap. 

However, Darky does not cure the deficiency. 

Darky teaohes a dt^tachablete mount fer m electronic device (Title, Darley). 
Darlcy teaches an apparatus for "monitaring loeomotion of a person that can be secured 
to the persorfs shxje'* (Abstmct, Barley). For e^aimpie, Dariey^s device can be usjed for 
measiiring walking, J or running of people. 

Thus, Dmiey's appar^^ is tinrelated to hand held devices and cannot he used as 
a proper referenGe in support of an obviousness rejection in cotiibtnatioii mth one or 
more other references. More specif eally, Dadey's teaching is unrelated to haiid h^ld 
devices wh^c a motion sensor senses movement of a hand held device in more than one 
plane of motion and: the movement is used by the processor to control die display device 
of the hand held device, as claimed in claim 1 . 

Eveii if Darley were combined with one or more otlier reiferences, Darley alone 
or in Gombination does not teach applicaiif s claim 1 since I3arley does not teach that 
movement is sensed in "more than one plane of motion". 

For example, in Darley ; 

''{km orientatkm the mcdemim-semir^ axis 118 at m mute 
angle with respect m ihe plane qf ihe hamm^ ynit 100 permits the kmmg 
unit 100 to he secured to ihe imtep of the shoe 104, with the gcmlermian 
$^Mim MM Jm^ ^/^fe/j^rf fmraitgl mtb ike Mtmmd with 

the shoe isjlmh on ihe ground'' (CoL 9 lines 7-12). 


''IS- 
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■\,.mmg m acceleromeler to measure aceeieratim in a direction 
that is suhtmiudly pamlkl to a hoiimn qf surface of the shoe or 
suhstantmllyperpendictiim'ta^ Imttom st^r^ce of the sMm'' (Col 2 lines 
22^24). 

Thm, although Darley appears to teach m aeceieiometer that is momited at an 
angle with respect to the plane of tte housing unit 100, the acceleration sensiiig axis is 
actually parallel to the ground and is only \imd\o measure acceleration m OBe dlreetioa. 
that is parallel or perpendicular to the bottoiri of the show surfeee, rather than in '■mom 
thari one ptoeo£mmion'Vsi^ clainied by applicant 

Moreover, since Darley is unrelated, in its entirety, to portable devices and 
eontroIliHg a display, Darley also does not teach that the sensed motion is used ''to 
control the display device'', as recited in claim 1. 

Therefore, based orr at least the above stated reasons, appHcant's claim 1 is 
patentable over Darley. Darley cannot be combined with the alleged AAP A or the 
additional art of record but : even if combi ned, applicants cl aim 1 is also patentafeie over 
such a combination. The Examiner, in the Office Actioii. recognizes that Darley does not 
supciently teach thi5 £^ claimed subfcet matter and thus nse$ Syancarek to fill 
this gap. 

H waver, SVancafek does not cure the deficiency. 

Svancarek teaches a computer input device with inclination sensors (Title, 
Svaiicarek):, However, Svancarek also does not teach that a hand held device hH^ludes a 
motion sensor having an accelefometer chip that is ''xnoun^d at a first non-zero angle to 
a first piane parallel to the dreurtboard such that the accelemmcter chip is slanted with 
respect to the circuit board- Vas recited in claim L 
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III support 0f the rejoction, the Office action paints to FIG. 4 and col. 5-7 of 
Svancarek, However, the Gitcd seetmns meftely ctescribe the sensors as being mounted 
sodi that the sensing axes are offset relative to primary axis, rather than the cixeuil board, 

S vamarek aaua% mates no ramtiTO of the accelerometer's orientatioii with 
respect to a clreviit board and thus does not teadi or m$m^ the claimed subject matter 
of an acc^lg^it)meter chip that is "tmmted at a first non-zero angle to a first plane 
p^lei to the circuit board such tiiat the aecekrometer chip is slanted with respect to 
the circuit board'', as claimed, 

Moreover, Svancarek teaches an input device that controls a eoimected computer. 
Svaiicarek does not teach a hand held device with a display device also having a motion 
sensor that senses movement of the hand held device where the '*movementis used bv 
the processor to controi the display device" of the hand held device, as claimed by 
applicant. 

The newly added independent claims include similar claim eiernents, and are 
thus allowable for at least the same and/or similar reasons^ 

For example, claim 25 recites, inter alia, 

%hmdhelddevicey comprising. ...wherein, the acmleromeler 
chip ismmmedon a circuit hoard in the device m a slamedfdshkm that is 
nmikm'IMt rmr permMicuim with respect to the circuit haard; 

wherein, the meelerometer chipmme^ mommem qfthe hand-held 
^^"^m m mare thm mephne of moiion and the wmment med by the 
processor to cmtrol (he display demee'\ 
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Claim. 33 recites, i/z^er alia, 

'yi device, comprmng: 

a display; 

a pracesmr ihaf comrofs ihe dkpitiy of ihe device: 

a motion sensor momted an a circuif hoarci: 

M^terein, the moiiofi semor is coupled fa iheprocemor md semes 
mi>vemenfs qf'the hmd-helddevitm m mor^ thm o m piane of jmiimt and the 
movemenfs are tmd by Ihe pmcesmr m cmtral an armmation (f an obfect 
viewed on mid display device; 

wherein (he motion senMyr inciudes an acceJeromeuir chip mourned at an 
mtule theta mik temect to f fim plane pmafki ti> ike circuit hrmrd: 

whereiny (he angle theia is mm^mf^ und imn-'Orihog0ftal -\ 

The aiigfe tlieta can he selected to optimize the size of the device by decreasmg 
the height or minimiziiig the Z footprint, as recited in dependent claim 36. 

Overall, none of the applied i^jfcrence^?, singly or in any motivated combinaiion, 
disclose or suggest the features recited i.a independent c\mm 1 thm such cUiim is 
aliowable. Independent claims 25 and 33 ebim sinnJai^ subject ma tier, and are Xhm 
allowable tor at lea^^t the same or similar rea^^ons. The withdrawal of the rejections 
under 35 U.S^C. §I C)3(a) is thus respectfidly requested for the independent elaim L 
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Claims 2-5 and 8 depend from claim I and are allowable at least for depending 
from an alJowable base claim, atid poteritially for other reai^ons as well. 

Since the dependent claims br^ allowable for the reasons provided abaves a 
speciiic dimi$$:b^ of tb<p prior an associated only with rejections of the dependent 
claims is not necessary for the purpose of overeoming the rejections. Applicants silence 
regarding the applieabiliiy of any particular reference should not be taken as agreement 
with, or acquiescence to^ any particular rejection. Applicant's silence regan:Ung my 
dependent ciaim is not to be interpreted as agreement with, or acquiescence t% the 
rejectiori of svidi claim or as wai ving any argimient regarding that claini Applicants 
amended each of the dependent elaiins to generally to impart precision to the claims, by 
more particulariy pointing out the inveniion. Accordingly, Applicants respect&Uy 
request that the Examiner re-evalnate of the rejections. 

The withdrawal of the rejections under 35 U.S.C. § 103(a) is respecliully 
requested for claims 2-5 and 8. 

No P isc iaimer s or P tsa v o wa ts 

Although this comrniiriieatiion may irjclude changes to the application or claims, 
or characterizations of claim scope or referenced art, the appHcants are not conceding 
that preyiousiy pending claims are not patentable over die cited retbrences; instead, any 
ohanges or chaiBeterisi-ations are being made tofaciUtate expeditious prosecution of this 
appilcation. llius, the applicants reserve the right to later pivrsiie any previously 
pending claims, or other broader or narrow claims, thateapture any sub|ect matier 
supported by this application, inchiding subject matter tliai might be found disclaimed 
herein or by any earlier prosecution. Accordingly, anyone reviewing of this or any 
pareM, child, or rel ated prosecution history shall not reasonably infer that the applicants 
have disclaimed or disavowed any subject matter supported by this application. 
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CONCIIISIOM 


In light of the ameiidments aiKi the pi-ee<^^^^^ argmiients, the applicant 
respectfiiliy requests thm the Examiner withdraw all rejections and issue a Notice of 
Allowance, 

If the iSxaminer believes that a confereiiee woiild be of value in expeditmg the 
proseoutian of this application, heis eordiaily invited to telephone tlie ni:)det^jgne<i 
counsel at (650) 838-4306 to arrange for such a conference^ 

No fees are believed to be due; however, the (Commissioner is authorized to 
charge any underpaymem iri fees to Deposit AGcoimt No, 50*2207. 

Dated: . Respectfiiliy submitted, 


pxx Bmmn 

Seattle, WA 9811 MSGS 
(650)8384300 
(650) 838-4350 (Fax) 
Agent for Applicant 
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